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Claims 1-20 are pending in the present application. Claims 10 and 20 were amended. 
Reconsideration of the claims is respectfully requested. 



I Interview Summary 

Applicants thank Examiner Sangwoo Ahn for the courtesies extended to Applicants* 
representatives during the April 5, 2006 telephone interview. During the interview, Applicants' 
representatives discussed the distinction between the claims and the Neumark reference. No agreement 
was reached as to the allowability of the claims. 

n 35 U.S.C. 8 102. Anticipation 

The Examiner has rejected claims 1, 3-5, 7*12, 14-16 and 18-20 under 35 U.S.C. § 102(e) as 

being anticipated by Neumark, System for Cataloging an Inventory and Method of Use, United States 

Patent 6,550,674 (April 22, 2003) (hereinafter, u Nemtat^ This rejection is respectfully traversed. 

DLA A* to Claim 1- and 7-9 

The Examiner has rejected claim 1 stating; 
As per claim 1 , Neumark discloses, 

A method for updating a retail planogram comprising die steps of reading an 
electronic transmission from at least one RF1D tag in a retail environment located 
in proximity to a product, using a personal shopper device having a location 
sensing mechanism (column 4 fines 65 - 66), a memory (column 4 lines 52 - 54), 
a software means (data fde creating capability means there is a software), and an 
RFED reader (column 4 line 51, column 5 lines 57 - 58), wherein an initial 
planogram is stored therein (Figure 1, column 5 lines 36 -.64, column 6 lines 6 - 
42), 

collecting said read electronic location information transmitted from said at least 
one RFTD tag by said shopper device (column 4 lines 52 ^56, column 5 line 57), 
analyzing and comparing said collected location information by said software 
means of said shopper device, with said initial planogram in relation to initial 
location information of said product with collected location information for said 
product from said collected information (column 7 line 48 -.column 8 line 5), 
updating said initial location information for said product in said initial 
planogram in response to collected location information to provide an updated 
planogram to display current location information for said product in a current 
planogram arrangement in said retail environment (column 7 line 48 --column 8 
line 5). 

Office Action dated February 21, 2006, pp. 2-3. 

A prior art reference anticipates the claimed invention under 35 U.S.C. § 102 only if every 
element of a claimed invention is identically shown in that single reference, arranged as they are in the 
claims, In re Bond, 910 F.2d 831, 832, 15 U.S.P.Q.2d 1566, 1567 (Fed. Cir. 1990). All limitations of the 
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claimed invention must be considered when determining patentability. In re Lowry, 32 F,3d 1579, 1562, 
32 U.S.P.Q.2d 103 1, 1034 (Fed. Cir. 1994). Anticipation focuses on whether a claim reads on the product 
or process a prior art reference discloses, not on what the reference broadly teaches. Kalman v. Kimberly- 
Clark Corp., 713 F.2d 760, 218 U.S.P.Q. 78 1 (Fed, Cir. 1983). In this case, each and eveiy feature of the 
presently claimed invention is not identically shown in the cited reference, arranged as they are in the 



Claim 1 is representative of all claims in this group and recites: 

A method for updating a retail planogram comprising toe steps of 

reading an electronic transmission from at least one RFID tag in a retail 
environment located in proximity to a product, using a personal shopper device 
having a location sensing mechanism, a memory, a software means, and an RFID 
reader, wherein an initial planogram is stored therein, 

collecting said read electronic location information transmitted from said 
at least one RFID tag by said shopper device, 

analyzing and comparing said collected location information by said 
software means of said shopper device, with said initial planogram in relation to 
initial location information of said product with collected location information 
for said product from said collected information, 

updating said initial location information for said product in said initial 
planogram in response to collected location information to provide an updated 
planogram to display current location information for said product in a current 
planogram arrangement in said retail environment. 

Neumark does not teach or disclose all of the features in claim 1 . For example, the reading step 
of claim 1 is not taught by this cited reference. Neumark also does not teach the analyzing step and the 
updating step of claim 1. 

With respect to the reading step, Neumark does not teach, "wherein an initial planogram is stored 
therein." 

The Examiner points to Figure 1 in this cited reference as teaching this feature in the reading step: 
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NeKmark, Figure 1 . 

At issue are the contents of the reader identified by reference numeral 10 in Newark's figure 
Neumark describes this reader as "mobile means for reading labels and for communication (R&C). 
Neumark provides the following elaboration of the reader's functions, contents, and capabilities as 
follows; 

The present invention is a method wherein a combination mobile means for 
reading labels and for communication (R&C) 10 is employed. One such device 
or hundreds may be used at the same time depending on the size and nature of the 
inventory management objective. In this description, we refer to a single R&C 
10, but it should be realized that many such units would normally be employed 
simultaneously in the present method. The communication means of the R&C 10 
provides two wireless functions. To accomplish its objectives the communication 
means is able to transmit digital information over relatively short distances, as 
allowed by FCC rules, employing any well known and common analog or digital 
wireless communication technique as described in the prior art. It also is able to 
transmit a low power ultra wide band (UWB) communication signal which is 
particularly suitable in the present application, as will be shown. Other 
communication protocols that are well known in communication engineering 
could be used in place of UWB. Likewise, the label reading means part of the 
R&C 10 may be any well known optical, mechanical, electrical, electrostatic, or 
magnetic system for reading bar code or other printed coding. Such inventory 
labels may be radio tags, bar code labels and other well known tags capable of 
labeling inventory. However, the reader must be of the type that requires ite 
position to be quite close or in contact with the label to be read. Such proximity 
readers include magnetic swipe types, optical bar code types, and others. 
Proximity is necessary because the communication means part of the R&C 10 
enables the location of the reader, i.e., the item being read, to be determined. 
When the reader is close to the item, or touching it, and when the communication 
means is, likewise, very close, the accuracy of the location is improved. 
Therefore, it is a preferred technique to use a single, miniature hand-held device 
with contact label reading and communication capabilities. The importance of the 
proximity of the R&C 10 to the inventory item will be understood in the 
following disclosure. 

The method includes the step of manually positioning the R&C 10 for taking a 
reading, and then taking a reading of an inventory label 20 or other indicia 
affixed to, or adjacent to, a selected inventory item 3 0 in an inventory stores. 
This process may be repeated for one item after the next until an entire inventory 
of stores is taken, or it may be completed for only one or a few hems as desired- 
A common need in inventory management is to determine the nature or identity 
of inventory items and also their location, and the present method can accomplish 
this economically and efficiently, The next step in the present invention method 
is to create a data file in the R&C corresponding to the label reading and a 
corresponding first time stamp taken at die time of the label reading. Thus, the 
R&C 10 has a data file creating capability as is known in the art, and also has a 
time stamping capability, as is also well known in the art. 
Neumark, col. 5, 1. 36 - col. 6, 1 21. 
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Neumark describes the reader, the R&C device 1 0, covering the various aspects of the device's 
label reading and communications capabilities. The description provides details of types of labels to be 
read, positioning of the R&C device with respect to the inventory items and labels affixed to those items, 
and nature of the communication capabilities. Notably absent from the description is the existence of any 
planogram related computations in the R&C device. In the entire detailed description of the R&C 
device's capabilities, the data storing capabilities are limited to creating data file and time stamping. No 
description is provided about storing a planograni in the R&C device. 

In addition to Neumark** section cited above, the examiner also cites to the following portion of 
Neumark as teaching this claimed feature: 

This step i9 known, for instance, in the supermarket and grocery trade, each time 
an item is scanned at a checkout counter, its identity is recorded as a data fde, 
which is then imported into a database and the current known inventory count of 
the item is reduced by one. Similarly here, the data file is transmitted by wireless 
communication, as described above and shown in FIG. 1, the R&C to a 
receiver 40 using any well known method of moving data from a point of origin 
to a point where analysis will be conducted, and preferably employs digital 
wireless transmission. In like manner, the data file is transported, usually over an 
electrical cable, from the receiver 40 to a first data processor 50 such as any 
digital computer where the data file is stored in a database as a record. Such a 
record will contain information such as, item description, hem serial or stocking 
number, item count or quantity, item date, and so on. The record also contains the 
date and time of day that the reading took place. The data base may contain 
hundreds, or many hundreds of such records, and the means for creating such a 
database and of importing information, such as describe here, into the database is 
very well known in the art. 
Neumark, col. 6, 1L 21-42. 

As can be seen, this cited section from Neumark, explains the R&C device's label reading, data 

capturing, and communication capabilities. Neumark expressly provides for databases in first data 

processor 50, and second data processor 70, which provide the inventory management function by 

utilizing data communicated by the label reader R&C device. However, the cited sections from Neumark 

are devoid of any disclosure of a planogram stored in Neumark' s label reader. In fact, Neumark V entire 

disclosure fails to teach or suggest a feature similar to 'Vherein an initial planogram is stored therein" as 

recited in claim 1 , The claimed feature recites the existence of a planogram in the shopper device. 

Planogram is defined in the specification, as follows; 

a planogram is how a retailer's configure a layout of their respective stores 
Specification, p. 2. 

Neumark does not disclose storing a planogram in the label reader R&C device. According to 
Neumark 1 's disclosure, the label reader sends the data to a data processor Computer #1 shown as reference 
numeral 50 in Newnark's figure 1, Neumark's figure 1 shows, and the detailed description explains that 
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the data processor is distinct from the label reader, and the data processor provides the database 52 of 
inventory items, Neummk's second data processor Computer #2, showi as reference numeral 70 in 
Neumark's figure 1 provides the computational capabilities for determining the location of the label 
reader and populates a second database 72 with running account of the label reader's location. The 
location of an inventory item in Neumafcs system is then determined by matching item label information 
from the first database 52, to location information from the second database 72, based on the time of the 
reading of the label. 

Neumark, docs not disclose a planogram stored in the label reader device. Therefore, Neumark 
does not disclose any use of an initial planogram resident on the label reader. Not only does Neumark not 
disclose a planogram residing in the label reader, Neumark does not even disclose a planogram stored in 
the two databases. Furthermore, any computations involving locations that may vaguely resemble similar 
computations involving planograms are carried out in the two data processors, external to the label reader. 
Therefore, Neumark, as a matter effect, does not teach "wherein an initial planogram is stored therein" as 
recited in claim 1. 

Neumark is not concerned with planograms as defined and used in the invention of claim 1, but 
only with learning the location of items in the warehouse space at specific times for inventory 
management. By definition^ location of inventory items and a planogram are distinct from each other, 
and Neumark teaches the former, not the latter. The invention of claim I as a whole pertains to "a method 
for updating a retail planogram/' and Neumark does not teach or suggest updating a retail planogram as in 
the claimed invention. Therefore, Neumark does not teach the feature 'Svherein an initial planogram is 
stored therein" as claimed, and cannot suggest storing a planogram in Neumark's label reader. 

Neumark fails to disclose another feature of the claim 1, namely, "analyzing and comparing said 
collected location information by said software means of said shopper device, with said initial planogram 
in relation to initial location information of said product with collected location information for said 
product from said collected information." Because Neumark f s invention contains no disclosure of a 
planogram in the label reader device, Neumark cannot teach comparing anything to a planogram in the 
label reader device. Neumark uses the reader only to collect the label information, and uses the label 
information in conjunction with two separate databases that are external to the reader to identify the 
location of an item in place and time; The analysis and comparison of the label information does not 
occur using any software component resident on the reader device, as contrasted with the analysis and 
comparison activity in the invention of claim 1 . Therefore, Neumark cannot teach comparing a product 
location on the initial planogram with the product location as collected by the personal shopper device 
from reading a product's RHD tag in claim 1 , 
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For the same reason, yet another feature of claim 1 cannot be anticipated by Neumark, namely, 
"updating said initial location information for said product in said initial planogram in response to 
collected location information to provide an updated planogram to display current location information 
for said product in a current planogram arrangement in said retail environment'* Because Neumark's 
invention does not contain a planogram, no update of a planogram is possible, and Neumark cannot yield 
a current planogram arrangement as claimed, Therefore, Neumark cannot teach updating a product's 
location in a planogram as claimed in claim 1 . 

At least for the three features of claim 1 that Neumark fails to disclose as described above, 
Neumark does not anticipate claims 1, 3-5, and 7-9 under 35 U.S.C § 102(e). 



TLB An to Claims 10-12. 14-16, 18-20 

The Examiner has rejected claims 10-12, 14-16, and 18-20, stating: 

As per claim 1 0, Neumark discloses, 

A system for updating a planogram comprising, 

a portable shopper device having a location sensing means, a software means and 
an RFID reader (Figure 1, column 4 line 47 - column 5 line 3) 
a retail system comprising a database in communication with said shopper device 
(Figure 1, column 4 tines 50 --60), 

an initial planogram stored in said database (column 8 lines 1 --3), and 
one or more product RFID shelf labels positioned in a retail environment 
(column 4 lines 50 --52, column 6 lines 6 -9), 

wherein said RFID reader is capable of reading an electronic transmission from 
at least said one or more RFID shelf labels using said personal shopper device 
and transmitting collected read electronic information to said database, wherein 
said initial planogram is updated in response to collected read electronic 
information by said software means and said database is updated with a current 
planogram reflecting said collected read electronic information (column 4 line 65 
--column 5 line 3, column 7 line 48 --column 8 line 5). 
Office Action dated February 21, 2006, pp. 4-5. 

Claim 10 in the currently amended form is representative of all claims in this group, and recites: 
A system for updating a planogram comprising, 

a poKablo personal shopper device having a location sensing means, a software 
means and an RFID reader, 

a retail system comprising a database in communication with said shopper 
device, 

an initial planogram stored in said database, and 

one or more product RFID shelf labels positioned in a retail environment, 
wherein said RFID reader is capable of reading an electronic transmission from 
at least said one or more RFID shelf labels using said personal shopper device 
and transmitting collected read electronic information to said database, wherein 
said initial planogram is updated in response to collected read electronic 
information by said software means and said database is updated with a current 
planogram reflecting said collected read electronic information. 
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Contrary to the Examines assertion, Neumark does not teach, "an initial planogram stored in 
said database." In the sections that the Examiner cites from Neumark as teaching this claim feature, 
Newark states; 

To determine the location and identity of an item 30 within inventory stores, it 
now is possible to call-up the record of the hem 30, in the first database 52 to 
determine item identity and time of record, and then by matching the time of 
location in the second database 72 to the time of record, to obtain location. 
NeumarK col. 7, 1 55 - col. 8, 1. 4, 

The cited sections from Neumark are devoid of any disclosure of a planogram stored in 
Neumark 's two databases. In fact Neumark 's entire disclosure fails to teach or suggest a feature similar 
to "en initial planogram stored in said database* as claimed. The claimed feature recites the existence of 
a planogram in the database, A planogram is how retailers configure a layout of their respective stores. 
Neumark is not concerned with planograms as defined and used in the claimed invention, but only with 
learning the location of items in the warehouse space at specific times for inventory management. By 
definition, location of inventory items and a planogram are distinct from each other, and Neumark teaches 
the former, not the latter. Claim 10 recites specific steps for updating a planogram and Neumark does not 
teach or suggest updating a planogram as claimed Therefore, Neumark does not teach the feature "an 
initial planogram stored in said database" as claimed in claim 10, and cannot suggest storing a planogram 
in either of the two databases in Neumark's system. 

For the same reasons, Neumark also does not anticipate the claimed feature "wherein said initial 
planogram is updated in response to collected read electronic information by said software means/ 5 
Where no planogram exists, no planogram can be updated, and no updating of planograms can be taught. 

At least for the two features of claim 10 that Neumark fails to disclose as described above, 
Neumark does not anticipate claims 10-12, 14-16, and 18-20 under 35 U.S.C. § 102(e). 

The Examiner has rejected claims 2> 6, and 13 under 35 U.S.C. § 103(a) as being obvious over 
Neumark in view of Hind et aL, Method and system for providing targeted advertising and personalized 
customer services, United States Patent Application 2002/0174025 (Filed, May 17, 2001, Published, 
November 2 1 , 2003) (hereinafter, "Hind*). This rejection is respectfully traversed. The Examiner notes 
on page 7 of the office action that the obviousness rejection applies to claims 2, 16, and 13, but continues 
to describe the rejection as against claims 2, 6, and 13. Applicants believe that this is a typographical 
error in the office action and that the Examiner intended to reject claim 6 and not claim 16 in this group of 
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rejections. Accordingly, Applicants put forth arguments against obviousness rejection of claims 2> 6, and 
13 below, 

JUA Am in Claims 2. 6. and 13 

The Examiner has rejected claim 2 stating: 

As per claim 2, Neumark discloses the method of claim 1 as discussed above in 
35 U.S.C. 102(a) rejection section. 

Neuraark does not explicitly disclose said device is fixedly mounted to a 
shopping cart. 

However, Hind discloses said device fixedly mounted to a shopping cart (Figure 
3, paragraph 12). It would have been obvious to a person of ordinary skill in the 
data processing art to combine the above two references because the combination 
would have provided targeted advertising and personalized service to the 
customer using the display device on the shopping cart (paragraph 12). 
Office action dated February 21 t 2006, p. 7. 

Claim 2 is representative of all claims in this group and recites: 

The method of claim 1, wherein said device is fixedly mounted to a shopping 
cart. 

m.AJ The Proposed C omMnnrlon Pom Not Teach all of the Features of CWm 2 

Regarding the features of claim 2> the Examiner has failed to state a prima facte obviousness 
rejection because the proposed combination does not teach all of the features of claim 2. A prima facie 
case of obviousness is established when the teachings of the prior art itself suggest the claimed subject 
matter to a person of ordinary skill in the art. In re Bell 991 F,2d 781, 783, 26 U,S.P.Q.2d 1529, 1531 
(Fed. Cir. 1993). All limitations of the claimed invention must be considered when determining 
patentability. InreLowry, 32 F.3d 1579, 1582, 32 U.S.P.Q,2d 1031, 1034 (Fed. Cir. 1994). In the case at 
hand, not all of the features of the claimed invention have been considered and the teachings of the 
references themselves do not suggest die claimed subject matter to a person of ordinary skill in the art 

Because Neumark does not anticipate claim 1 aa described in section ILA above, Neumark also 
does not disclose all features of claim 2, which depends from claim I . Hind does not cure these 
deficiencies in Neumark and therefore cannot make obvious the invention of claim 2. 

Hind's entire disclosure also fails to teach or suggest use and manipulation of planograms as 
claimed. Hind is concerned with providing targeted advertising and services through a user's mobile 
device. Neumark is concerned with cataloging and managing inventory of items through use of label 
scanners. The claimed invention is concerned with updating planograms of retail environments through 
use of RFID readers. Hind does not cure Neumark's shortcoming in teaching the invention of claim 1, 
and therefore, considered together with Neumark cannot make obvious the invention of claim 2. 
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Therefore, the Examiner has failed to establish a prima facie case of obviousness against claim 2 
under 35 U.S.C. § 103. 

HLA.U The Examiner Has Not Stated a Proper Tea ching Suggestion or MotivfttfoP to 
Combine the References 

In addition, the Examiner has failed to state a prima facie obviousness rejection against features 
of claim 2, because Ike Examiner has not stated a proper teaching, suggestion, or motivation to combine 
die references. Instead, the Examiner has only stated a proposed advantage to combining the references. 
However, an advantage proposed by the Examiner is not a teaching, suggestion, or motivation based on 
the prior art, To constitute a proper teaching, suggestion, or motivation, the Examiner must establish that 
one of ordinary skill would both recognize the advantage and have a reason to implement the advantage. 
For example, a first reference may disclose the use of lasers to achieve nuclear fusion. A second 
reference may disclose that ultra-high power lasers deliver more energy. One of ordinary skill may 
recognize that an ultra-high power laser would be more useful to achieve nuclear fusion, though one of 
ordinary skill would be motivated to avoid combining me references because of the extreme expense of 
ultra-high power lasers. In this example, one of ordinary skill is motivated to avoid implementing the 
combination, even if he or she recognized the advantage, and so no teaching, suggestion, or motivation 
exists to combine the references. 

In the case at hand, the Examiner has not provided a sufficient reason why one of ordinary skill 
would recognize the proposed advantage or have a reason to implement it. Instead, the Examiner points 
to features in the cited reference that give the Examiner motivation to combine them, rather than pointing 
to the motivation in the prior art. The Examiner states, "It would have been obvious to a person of 
ordinary skill in the data processing art to combine the above two references because the combination 
would have provided targeted advertising and personalized service to the customer using the display 
device on the shopping cart" However, the proposed motivation does not actually exist because 
Nevmark's method discloses no desirability or need for providing targeted advertising to the customer. 
Neumark is concerned with inventory management, not advertising to the customers, whether targeted or 
not. Hind has no component, which participates in an inventory management function that is of interest 
to Network. Neumark provides a complete system and method for accomplishing inventory management 
function and is not deficient in supporting that function. Because Neumark is not lacking in this 
capability, Newark's existing disclosure vitiates any putative need for Hind's teachings. For these 
reasons, the Examiner's statement fails to provide a proper teaching, suggestion, or motivation to 
combine the references. Accordingly, the Examiner has failed to state a prima facie obviousness rejection 
against claim 2. 
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IILA.iii No Teaching, Sg mflga, ™ Motion Exists to Combine the Referenda 

la addition, a prima facie obviousness rejection against features of claim 2, has not been made 
because no proper teaching or suggestion to combine the references exists in the references. A prima 
facie case of obviousness is established when the teachings of the prior art itself suggest the claimed 
subject matter to a person of ordinary skill in the art In re Bell, 991 R2d 781, 783, 26 U.S.P.Q.2d 1529, 
1 53 1 (Fed, Cir. 1993). A proper prima facie case of obviousness cannot be established by combining the 
teachings of the prior art absent some teaching, incentive, or suggestion supporting the combination. In 
re Napier, SS FJd 610, 613, 34 U.S.P.Q.2d 1782, 1784 (Fed. Cir. 1995); In re Bond,9l0 F.2d 831, 834, 
15 U.S.P.Q.2d 1566, 1568 (Fed. Cir. 1990). No such teaching or suggestion is present in the cited 
references and the Examiner has not pointed out any teaching or suggestion that is based on the prior art. 

The references themselves do not suggest the proposed advantage. In the present case, Neumark 
has neither a need, nor an advantage in providing targeted advertising to customers while doing the 
inventory management. Network's invention discusses racks tens of feet high, items placed on these 
racks that are tens of feet high, and discusses the need for the label reader to be in close proximity with 
the items being read. Clearly, Neumark is not intending for customers to be climbing forklifts and ladders 
to read labels on items situated tens offset high. Neumark is therefore a warehouse, or retail operations 
oriented application and not a customer-oriented application. When there are no customers* no need 
arises for providing targeted customer advertisements within the scope of the application. Therefore, no 
need actually exists in Neumark, to combine, or provide motivation to combine Hind with Neumark to 
deliver targeted advertising to customers. Accordingly, the Examiner has not actually stated a teaching or 
suggestion based on the references to combine the references. Instead, the Examiner has only put forth a 
hypothetical advantage of combining the references based on the Examiner's opinion rather than on a pre- 
existing teaching, suggestion* or motivation found in the references themselves. Thus, the Examiner has 
failed to state a prima facie obviousness rejection against claim 2. 

IILAJv No Teaching or Suggestion Exists To Combine the References Because Each 
Reference Represents a Complet e Solution to the Problem That Each Solves 

Both Neumark and Hind represent complete solutions to the problems each solves. Neumark 
shows an inventory management system using mobile label readers capable of communication. Neumark 
has no need to address the problem of providing targeted advertising to customers for the reasons 
explained in section m.A.iii above. Neumark represents a complete solution for fashioning such a 
system . On the other hand, Hind shows a system for delivering targeted advertising to customers using 
customer's own mobile phone and PDA, or a shopping cart mounted device. Hind represents a complete 
solution for fashioning such a system. Hind has no disclosure touching upon inventory management 
aspects of Neumark. Because each reference provides a complete solution to the problem that each 
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reference represents and neither reference indicates that a targeted advertising system can be used for 
inventory management or vice versa, one of ordinary skill would have no reason to combine or otherwise 
modify the references. Accordingly, the Examiner has failed to state aprima facie obviousness rejection 
against claim 2. 

m.A.v The Examiner jjged Im P ermis»ihle Hindsight When Fashioning the Rgjectlftn 

In addition, the Examiner has flailed to state a prima facie obviousness rejection against claim 2, 
because the Examiner used impermissible hindsight when fashioning the rejection. Personal opinion 
cannot be substituted for what the prior art teaches because a prima facie case of obviousness is 
established when the teachings of the prior art itself suggest the claimed subject matter to a person of 
ordinary skill in the art. In re Belh 991 F.2d 781, 783, 26 U.S.P,Q.2d 1529, 1531 (Fed. Cir. 1993). In this 
case, the Examiner believes that, 'the combination would have provided targeted advertising and 
personalized service to the customer using the display device on the shopping cart." However, as 
described above, Neumark has no need for targeted advertising to customers because Network is 
concerned with inventory management. Hind fails to provide a reason to include a shopping cart mounted 
display device in Neumark to somehow contribute towards Neumark *s system, in the manner claimed by 
the Examiner. Thus, neither reference teaches or suggests using a display device, as claimed. Given that 
Neumark has no need for displays, and given that Hind suggests no reason to use a display in inventory 
management, one of ordinary skill would have no reason to combine or otherwise modify the references, 

Based on the plain disclosures in the references, the only suggestion to modify the references is 
found in Applicant's specification. Hence, the Examiner must have used Applicant's specification to find 
a teaching, suggestion, or motivation to combine the referepces. Doing so is impermissible hindsight and 
fails to comport with the standards of Graham v. John Deere Co., 383 U.S. 1 (1966), which requires a 
proper teaching, suggestion, or motivation to combine or modify references to achieve a proper 
obviousness rejection. Accordingly, the Examiner has failed to state a prima facte obviousness rejection 
against claim 2. 

IILA.vi Neumark and Hind Would Not Be Combin ed Bv One ot<}tf i«*ry Sidll In the Art 

One of ordinary skill would not combine the references to achieve the invention of claim 2, 
because the references are directed towards solving different problems. It is necessary to consider the 
reality of the circumstance s-in other words, common sense— in deciding in which fields a person of 
ordinary skill would reasonably be expected to look for a solution to the problem facing the inventor. In 
re Oetiker, 977 F.2d 1443 (Fed. Cir. 1992); hi re Wood, 599 F.2d 1032, 1036, 202 U.S.P.Q. 171. 174 
(CCPA 1979). The cited references do not address the same problems. 
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In the case at hand, Neumark shows an inventay management system using mobile label readers 
capable of communication. Neumark Us no need to address the problem of providing targeted 
advertising to customers for the reasons explained in section HLA.iii above. Hind shows a system for 
delivering targeted advertising to customers using customer's own mobile phone and PDA, or a shopping 
cart mounted devioe. Hind represents a complete solution for fashioning such a system. Hind U& no 
disclosure touching upon inventory management aspects of Neumark. Furthermore, neither reference is 
in the area of endeavor of the claimed invention - updating a retail planogram. 

Thus, the references address distinct problems that are unrelated to each other. The purpose, 
method, and systems used* as disclosed in Hind are inconsistent with those disclosed in Neumark as well 
as those disclosed in the present invention. Because the references address distinct problems, and each of 
these problems are further distinct from the problem of the claimed invention, one of ordinary skill would 
have no reason to combine or otherwise modify the references to achieve the claimed invention. Thus, 
one of ordinary skill in the art would not combine these references as proposed by the Examiner. 
Accordingly, the Examiner has failed to state optima facte obviousness rejection against claim 2. 

HLB Aw to Claim 17 

The Examiner has also rejected claim 17 under 35 U.S.C § 1 03(a) as being obvious over 

Neumark in view of Hoffman et al f Customer Guidance System for Retail Store, United Stales Patent 

Application 2002/01 78013 (Filed, May 22, 2001, Published, November 28, 2002) (hereinafter, 

"Hoffman**). This rejection is respectfully traversed 

The Examiner has rejected claim 1 7 stating: 

Claim 17 is rejected under 35 U.S-C. 103(a) as being unpatentable over Neumark 
in view of U.S. Publication Number 2002/0178013 issued to Beth Louise 
Hoffinan (hereinafter "Hoflfinan"). 

As per claim 1 7, Neumark discloses the system of claim 1 1 as discussed above in 
35 U.S.C. 102(a) rejection section. 

Neumaik does not explicitly disclose a display for displaying an updated 
planogram. 

Howerver, Hoffinan discloses a display for displaying an updated planogram 
(paragraph 36). It would have been obvious to a person of ordinary skill in the 
data processing art to combine the above two references because Hoffinan* s 
planogram display device would have enabled Neumark' s system to provide 
visual display to users to enhance personalized services, such as providing 
location information of a certain product (paragraph 2 -_3). 
Office Action dated February 21, 2006, pp. 2-3. . 

Claim 17 recites: 

The system of claim 1 1, further comprising a display for displaying an updated 
planogram. 
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IILBJ The Proposed Combinatio n nm» Not Te«ch all of the Fentnm nf Claim 1Z 

Regarding the features of claim 17, the Examiner has foiled to state a prima facie obviousness 
rejection because the proposed combination does not teach all of the features of claim 17. In the case at 
hand, not all of the features of the claimed invention have been considered and the teachings of the 
references themselves do not suggest the claimed subject matter to a person of ordinary skill in die art. 

Because Neumark does not anticipate claim 10 as described in section DJ3 above, Neumark also 
does not disclose all features of claim 17, which depends from claim 10. Hoffman does not cure these 
deficiencies in Neumark and therefore cannot make obvious the invention of claim 1 7. 

Hoffman is concerned with providing a customer guidance system to assist in locating items on a 
customer's shopping list via printed or displayed information. Neumark is concerned with cataloging and 
managing inventory of items through use of label scanners. The claimed invention is concerned with 
updating piano grams of retail environments through use of RFID readers. Hoffman does not cure 
Neumark '$ shortcoming in teaching the invention of claim 10, and therefore, considered together with 
Neumark cannot make obvious the invention of claim 17. Furthermore, because Hind also does not cure 
Neumark 's shortcoming in this regard, Hoffman and Hind together in combination with Neumark feil to 
teach the invention of claim 10, and therefore, feil to teach the invention of claim 17. 

Therefore, the Examiner has failed to make & prima facie case of obviousness against claim 17 
under 35 U.S.C. § 103. 

m.B.ii The Examiner Han Not Stated a Proper Teaching. Suggestion or Motivation to 
Combine the References 

In addition, the Examiner has failed to state a prima facie obviousness rejection against features 

of claim 17, because the Examiner has not stated a proper teaching, suggestion, or motivation to combine 
the references. Instead, the Examiner has only stated a proposed advantage to combining the references. 
However, an advantage is not necessarily a teaching, suggestion, or motivation. To constitute a proper 
teaching, suggestion, or motivation, the Examiner must establish that one of ordinary skill would both 
recognize the advantage and have a reason to implement the advantage. 

In the case at hand, the Examiner has not provided a sufficient reason why one of ordinary skill 
would recognize the proposed advantage or have a reason to implement it. The Examiner states, lf It 
would have been obvious to a person of ordinary skill in the data processing art to combine the above two 
references because Hoffman 's planogram display device would have enabled Neumark 's system to 
provide visual display to users to enhance personalized services, such as providing location information 
of a certain product.* 1 

First, the Examiner's characterization of Hoffman 's display as a "planogram display" is erroneous 
because Hoffman 's product location information is simply a map and not a planogram. Hoffman 's 
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BEST AVAILABLE COPY 

disclosure provides no support for the Examiner's mischaracterization of Hoffman 's location map as a 
planogram. A map in Hoffman 's case may be nothing more than a line drawing connecting points, or an 
ordered listing of product, aisle, and rack information. A planogram displays dimensioned view of the 
retail space layout and is far more informative than a map that meets Hoffman 's description and 
requirements. A sample planogram is shown below to provide abetter understanding of the described 
difference. 

Check Out Uhh? fHanop an> \ 
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Source: httpi//www.srnartdiwxom/exaiiples/^ 

Next, the proposed motivation dies not actually exist because Network's method discloses no 
desirability or need for providing "visual' display to users to enhance personalized services, such as 
providing location information of a certain product/ Neumark is concenued with inventory management 
not personalized services to the customers, whether enhanced or not Hoffman has no component, which 
participates in an inventory management function that is of interest to Neumark. Neumark provides a 
complete system and method for accomplishing inventory management function and is not deficient in 
supporting that function. Because Neumark is not lacking in this capability, Neumark 's existing 
disclosure vitiates any putative need for Hoffman 's teachings. For these reasons, the Examiner's 
statement fails to provide a proper teaching, suggestion, or motivation to combine the references. 
Accordingly, the Examiner has failed to state a prima facie obviousness rejection against claim 17, 

HLBiii No Teaching. Snrecstioiu or Motivation Exists to Combine the Reference* 
In addition, the arguments advanced in section IH.A.iii above, apply similarly to the rejection of 
claim 17 as well. A prima facie obviousness rejection against features of claim 17 has not been made 
because no proper teaching or suggestion to combine the references exists in the references. No teaching 
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or suggestion is present in the cited references and the Examiner has not pointed out any teaching or 
suggestion that is based on the prior art, 

nLB.lv Ns twm,.. «r smmtiaa eh** To S^as^^^^^^^^ 

Bfiferensfi Rgnre&tntft g fompliste Sflla&fflS to the problem Ttot ^ 1vm 
Both Neumark and Hoffman represent complete solutions to the problems each solves. The 

arguments advanced in section IHA.iv above, apply similarly to the rejection of claim 17 as well. 

Because each reference provides a complete solution to the problem that each reference represents and 

neither reference indicates that a customer guidance system can be used for inventory management or 

vice versa, one of ordinary skill would have no reason to combine or otherwise modify the references. 

Accordingly, the Examiner has failed to state a prima facie obviousness rejection against claim 17. 

IILB.V Tli« F^mlncr Used Impermissible Hindsight When MrtonlM the ReitttiW 

In addition, the Examiner has failed to state a prima facie obviousness rejection against claim 17, 
because the Examiner used impermissible hindsight when fashioning the rejection. Personal opinion 
cannot be substituted for what the prior art teaches because a prima facie case of obviousness is 
established when the teachings of the prior art itself suggest the claimed subject matter to a person of 
ordinary skill in the art. In re Bell, 991 F.2d at 783. In this case, the Examiner believes that, ,e It would 
have been obvious to a person of ordinary skill in the data processing art to combine the above two 
references because Hoffman *s planogram display device would have enabled Neumark's system to 
provide visual display to users to enhance personalized services, such as providing location infbnnstion 
of a certain product" However, as described above, Network has no need to provide visual display to 
users to enhance personalized services because Neumark is concerned with inventory management. 
Hoffman fails to provide a reason to include a display device for displaying an updated planogram in 
Neumarkxo somehow contribute towards Neumark's system, in the manner claimed by the Examiner. 
Thus, neither reference teaches or suggests using a display device* as claimed. Given that Neumark has 
no need for displays, and given that Hoffman suggests no reason to use a display in inventory 
management, one of ordinary skill would have no reason to combine or otherwise modify the references. 

Based on the plain disclosures in the references, the only suggestion to modify the references is 
found in Applicant's specification. Hence^ the Examiner must have used Applicant's specification to find 
a teaching, suggestion, or motivation to combine the references. Doing so is impermissible hindsight and 
fails to comport with the standards of Graham, 383 U.S. 1, which requires a proper teaching, suggestion, 
or motivation to combine or modify references to achieve a proper obviousness rejection. Accordingly, 
the Examiner has failed to state a prima facie obviousness rejection against claim 17. 
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IHAvi M^rt gad /fo / fr,™ Woold Not Be ComMniid By Q«f ftf "rdHiarT SWU M fte 
Art Becange T hev Address PHfeput Problems 

One of ordinary skill would not combine me references to achieve the invention of claim 17, 
because the references are directed towards solving different problems. The arguments advanced in 
section ffl A.vi above, apply similarly to the rejection of claim 17 as well. The purpose, method, and 
systems of Hoffman are inconsistent with those oiNeumark, and further inconsistent with those of the 
present invention. Because the references address distinct problems, and each of these problems are 
further distinct from the problem of the claimed invention, one of ordinary skill would have no reason to 
combine or otherwise modify the references to achieve the claimed invention. Thus, one of ordinary skill 
in the art would not combine these references as proposed by the Examiner. Accordingly, the Examiner 
has felled to state & prima facie obviousness rejection against claim 17. 

IV Conclusion . 
Applicants respectfully urge that the subject application is patentable over Neumark, in view of 

Hind and Hoffman, and is now in condition for allowance. 

The Examiner is invited to call the undersigned at the below-listed telephone number if in the 

opinion of the Examiner such a telephone conference would expedite or aid the prosecution and 

examination of this application. 



DATE: May 2, 2006 



Respectfully Sub: 




Rakesh Garg 
Reg. No. 57,434 
Yee & Associates, P.C. 
P.O.Box 802333 
Dallas, TX 75380 
(972) 385-8777 
Agent for Applicants 
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